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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 10/15/04, and has been entered and 
made of record. Currently, claims 1, 5, 6, 8, 10-14, 18-20 and 22-25 are pending. 

Response to Arguments 

2. Applicant's arguments, see pages 6-8, filed 10/1 5/04, with respect to the 
rejections of claims 1, 5, 6, 8. 10-14, 18-20 and 22-25 under 35 U.S.C. § 102(e) and 
103(a) have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of Suzuki et al. U.S. Patent No. 5,923,013 (hereinafter Suzuki). 

Claim Objections 

3. Claim 14 is objected to because of the following informalities: Perhaps "a 
command" should be added before "indicating new video data". Appropriate correction 
is required. 

4. Claim 20 is objected to because of the following informalities: Perhaps the claim 
should be amended as "the plurality of commands forms a print job". Appropriate 
correction is required. 
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Claim Rejections - 35 USC § 101 

5. Claim 25 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The terminology "Printer firmware including 
programming" alone has no set definition. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 1 and 12 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 11 and 12 recite the limitation "the plurality of commands". There is 
insufficient antecedent basis for this limitation in the claim. For the examining purposes, 
Examiner construes the term as "the named sequence and the associated parameter". 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 5, 6, 8, 10-14 and 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Suzuki. 
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7. With respect to claim 1 , Suzuki discloses a printer, comprising: 

an I/O port (acceptance module 76 and col. 9, line 67 - col. 10. line 5) capable or 
receiving a plurality of commands describing a document (print job 10 and JDF in fig. 4). 
the commands including both a named sequence (print job) describing a form and an 
indicator (JobSave 54 and RipFileSave 56 fields & col. 12, lines 10-27); and 

means for responding to the indicator indicating permission is granted to print 
each instance of the form from the same video data (RipFileSave 56) by processing and 
printing the named sequence according to a first printing algorithm (printing the print job 
from the already-expanded print jobs) and for responding to the indicator indicating 
each instance of the form is to be printed from a new video data (JobSave 54) by 
processing and printing the named sequence according to a second printing algorithm 
(printing the print job from the newly rasterized print job). 

8. With respect to claim 5, Suzuki discloses the printer of claim 1 , wherein the 
plurality of commands are received from a computer (remote system) externally 
connected to the I/O port (1 14 in fig. 12 and col. 9, lines 67-68). 

9. With respect to claim 6, Suzuki discloses the printer of claim 5, wherein the 
indicator is generated by the computer (col. 7, lines 21-23 & lines 44-53). 

10. With respect to claim 8, Suzuki teaches a method of processing and printing a 
named sequence describing a form in a printer, comprising: 

receiving the named sequence (print job 10 and JDF in fig. 4) and an associated 
parameter (JobSave 54 and RipFileSave 56 fields & col. 12. lines 10-27); 
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responding to tfie parameter being set to a first value (RipFileSave 56), indicating 
permission is granted to print each instance of the form from the same video data (the 
already-expanded print jobs), by converting (ripping or rasterizing) the named sequence 
into video data (expanded) and then using the video data to print each instance of the 
form; and 

responding to the parameter being set to a second value (JobSave 54), 
indicating that each instance of the form is to be printed from new video data (newly 
expanded/ripped print jobs), by generating new video data (rasterized) to print each 
instance of the form. 

1 1 . With respect to claim 1 0, Suzul^i teaches a method of processing and printing a 
named sequence describing a form in a printer, comprising: 

a. receiving the named sequence (print job 1 0 and JDF in fig. 4) and an 
associated parameter (JobSave 54 and RipFileSave 56 fields & col. 12, lines 10- 
27): 

b. responding to the parameter being set to a first value (RipFileSave 56), 
indicating permission is granted to print each instance of the form from the same 
video data (the already-expanded print jobs), by converting (ripping or 
rasterizing) the named sequence into video data (expanded) and then using the 
video data to print each instance of the form; and 

c. responding to the parameter being set to a second value (JobSave 54), 
indicating each instance of the fomn is to be printed from new video data (newly 
expanded/ripped print jobs), by converting the named sequence into display list 
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data (S201 ) and then using the display list data to print each instance of the fomri 
(S202 in fig. 17). 

1 2. With respect to claim 1 1 , Suzuki teaches the method of claim 8, wherein the 
named sequence and the associated parameter are received from a source externally 
connected to the printer (fig. 1; col. 7, lines 21-23; & lines 44-53). 

13. With respect to claim 12, Suzuki teaches the method of claim 10, wherein the 
named sequence and the associated parameter are received from a source externally 
connected to the printer (fig. 1; col. 7, lines 21-23; & lines 44-53). 

14. With respect to claim 13, Suzuki teaches the method of claim 12, wherein step 
(c) comprises the following substep: 

flagging the display list data as a candidate for caching (col. 12, lines 10-27). 

15. With respect to claim 14, Suzuki discloses a computer )fig. 1 ; col. 7, lines 21-23; 
& lines 44-53), comprising: 

means for generating a plurality of commands describing a document, the 
commands including a named sequence describing a form (print job 10 and JDF in fig. 
4) and at least one command indicating (RipFileSave 56) permission is granted to 
convert the named sequence once into video data (the already-expanded print jobs) 
and to then print each instance of the form from the video data (printing the print job 
from the already-expanded print jobs) or a command (JobSave 54) indicating new video 
data is to be generated to print each instance of the form (printing the print job from the 
newly rasterized print job); and 

means for transmitting the plurality of commands to a printer (JDF in fig. 4). 
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16. With respect to claim 18, Suzuki discloses the computer of claim 14, wherein the 
printer is responsive to the plurality of commands by printing the document (col. 1 1 , 
lines 2-9). 

1 7. With respect to claim 19, Suzuki discloses the computer of claim 14, wherein the 
printer is connected to the computer over a network (fig. 1 ). 

18. With respect to claim 20, Suzuki discloses the computer of claim 14, wherein the 
plurality of commands forms a print job (figs. 2-4). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Suzuki in view of Shimuzu U.S. Patent No. 6,052,202. 

19. With respect to claim 22, Suzuki discloses a printer, comprising: 

an input/output port (acceptance module 76 and col. 9, line 67 - col. 10, line 5) 
for receiving PDL print commands (fig. 1); 

a control unit (system control module 74 in fig. 12) operatively connected to the 
input/output port; 

a print engine operatively connected to the control unit (printer 104); and 
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the control unit configured to respond to PDL print commands that include a 
named sequence describing a form and an Indicator (print job 10 and JDF in fig. 4 & col. 
12, lines 10-27) by (1) if the indicator indicates permission is granted to print each 
instance of the form from the same video data (RipFileSave 56), processing the named 
sequence according to a first printing algorithm (printing the print job from the already- 
expanded/rasterized print jobs), (2) if the indicator indicates each instance of the form is 
to be printed from new video data (JobSave 54), processing the named sequence 
according to a second printing algorithm (printing the print job from the newly rasterized 
print job), or (3) if the indicator indicates the form is a fixed form (print job hold option52 
in fig. 4), processing the named sequence according to the second algorithm (holding 
the print job in the memory 80 thus the data is fixed in the memory in col. 10, lines 47- 
49). In cases of (2) and (3), unrasterized/unprocessed print data is stored in the data 
memory 80, thus both process the print job according to the second algorithm. 

Suzuki, however, does not discloses the indicator indicating the form is a 
background image and processing the named sequence according to a third algorithm. 

Shimizu, the same field of endeavor of the printing art, discloses a printer that 
receives print data (in a PDL format) from a host wherein the print data includes an 
indicator indicating that a form is a background image (col. 14, lines 9-12). Moreover, 
when the background attribute is detected, a new printing process is performed (col. 14, 
lines 29-53 & col. 15, lines 17-28). 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the print data including background attribute indicator of Shimizu with 
the printer of Suzuki. 

The suggestion/motivation for doing so would have been to properly include 
image or foreground image data in the background data when a user requests a 
combination of foreground and background image. 

Therefore, it would have been obvious to combine Shimizu with Suzuki to obtain 
the invention as specified in claim 22. 

20. With respect to claims 23 and 24, arguments analogous to those presented for 
claim 22, are applicable. Also, see fig. 4 (HoldTiming 52, JobSave 54 and RipFiieSave 
56 fields). 

21 . With respect to claim 25, arguments analogous to those presented for claim 22, 
are applicable. 
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Conclusion 



22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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